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37 CFR Ch. I (7–1–14 Edition) § 42.122 

§ 42.122 Multiple proceedings and 
Joinder. 

(a) Multiple proceedings. Where an-
other matter involving the patent is 
before the Office, the Board may during 
the pendency of the inter partes review 
enter any appropriate order regarding 
the additional matter including pro-
viding for the stay, transfer, consolida-
tion, or termination of any such mat-
ter. 

(b) Request for joinder. Joinder may be 
requested by a patent owner or peti-
tioner. Any request for joinder must be 
filed, as a motion under § 42.22, no later 
than one month after the institution 
date of any inter partes review for 
which joinder is requested. The time 
period set forth in § 42.101(b) shall not 
apply when the petition is accompanied 
by a request for joinder. 

§ 42.123 Filing of supplemental infor-
mation. 

(a) Motion to submit supplemental in-
formation. Once a trial has been insti-
tuted, a party may file a motion to 
submit supplemental information in 
accordance with the following require-
ments: 

(1) A request for the authorization to 
file a motion to submit supplemental 
information is made within one month 
of the date the trial is instituted. 

(2) The supplemental information 
must be relevant to a claim for which 
the trial has been instituted. 

(b) Late submission of supplemental in-
formation. A party seeking to submit 
supplemental information more than 
one month after the date the trial is 
instituted, must request authorization 
to file a motion to submit the informa-
tion. The motion to submit supple-
mental information must show why the 
supplemental information reasonably 
could not have been obtained earlier, 
and that consideration of the supple-
mental information would be in the in-
terests-of-justice. 

(c) Other supplemental information. A 
party seeking to submit supplemental 
information not relevant to a claim for 
which the trial has been instituted 
must request authorization to file a 
motion to submit the information. The 
motion must show why the supple-
mental information reasonably could 
not have been obtained earlier, and 

that consideration of the supplemental 
information would be in the interests- 
of-justice. 

Subpart C—Post-Grant Review 

SOURCE: 77 FR 48729, Aug. 14, 2012, unless 
otherwise noted. 

GENERAL 

§ 42.200 Procedure; pendency. 
(a) A post-grant review is a trial sub-

ject to the procedures set forth in sub-
part A of this part. 

(b) A claim in an unexpired patent 
shall be given its broadest reasonable 
construction in light of the specifica-
tion of the patent in which it appears. 

(c) A post-grant review proceeding 
shall be administered such that pend-
ency before the Board after institution 
is normally no more than one year. 
The time can be extended by up to six 
months for good cause by the Chief Ad-
ministrative Patent Judge, or adjusted 
by the Board in the case of joinder. 

(d) Interferences commenced before 
September 16, 2012, shall proceed under 
part 41 of this chapter except as the 
Chief Administrative Patent Judge, 
acting on behalf of the Director, may 
otherwise order in the interests-of-jus-
tice. 

§ 42.201 Who may petition for a post- 
grant review. 

A person who is not the owner of a 
patent may file with the Office a peti-
tion to institute a post-grant review of 
the patent unless: 

(a) Before the date on which the peti-
tion for review is filed, the petitioner 
or real party-in-interest filed a civil 
action challenging the validity of a 
claim of the patent; or 

(b) The petitioner, the petitioner’s 
real party-in-interest, or a privy of the 
petitioner is estopped from challenging 
the claims on the grounds identified in 
the petition. 

§ 42.202 Time for filing. 
(a) A petition for a post-grant review 

of a patent must be filed no later than 
the date that is nine months after the 
date of the grant of a patent or of the 
issuance of a reissue patent. A petition, 
however, may not request a post-grant 
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